Application No. 10/815,658 Docket No.: K2635.0078 

Amendment dated April 17, 2007 

After Final Office Action of January 18, 2007 

REMARKS 

This paper responds to the Office Action mailed April 18, 2007. Claims 1-6 
are pending in the application. Claim 1 is amended. Claims 1-6 have been rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Japanese Patent No. JP11328181 to 
Matsumoto ("Matsumoto"), in view of Japanese Patent No. JP10222501 to Hayashi 
( // Hayashi ,, ) / in further view of U.S. Patent No. 5,675,817 to Moughanni et aL 
("Moughanni"). The Information Disclosure Statement filed on April 2, 2004 has been 
placed in the application file but has not yet been considered as the Office Action 
alleges that the Information Disclosure Statement failed to comply with 37 C.F.R. § 
1.98(a)(2). The Applicant respectfully traverses. 

First, Applicant thanks the Examiner for the withdrawal of the double 
patenting rejection under 35 U.S.C. §121. 

Information Disclosure Statement 

The Office Action states that the Information Disclosure Statement filed on 
April 2, 2004 fails to comply with 37 C.F.R. § 1.98(a)(2), which requires a legible copy of 
each cited foreign patent document; each non-patent literature publication or that 
portion which caused it to be listed; and all other information or that portion which 
caused it to be listed. Applicant encloses copies of the following documents indicating 
receipt by the U.S. Patent Office of in U.S. Patent Application No. 09/727,679, now U.S. 
Patent 6,839,877 to Iwata, of which the present application is a divisional: 

1) the stamped Information Disclosure Statement dated May 23, 2002 ("the 
May IDS"); and 
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2) a July 1, 2004 Request for Supplemental Notice of Allowance ("the July 
Request") and its stamped postcard. 

First, the copy of the May IDS proves that the Examiner did consider 
reference BH (JP 11-110373) and made it of record. 

Next, Applicant respectfully re-submits, per the July Request, that the 
explanation of relevance for the listed references BA (JP-6-96056), BB (JP-9-325958) and 
BC (JP-1 0-98544) is contained in the Specification of the Application. For the 
Examiner's convenience, the copy of the July Request resubmits pages 1 to 5 of the 
Specification that pertain to the relevance of the references. 

The July Request also encloses a copy of the postcard indicating receipt by 
the U.S. Patent Office of the March 20, 2003 Information Disclosure Statement. The 
stamped postcard is proof that the copy of the Japanese Office Action dated February 
25, 2003 (and English translation of the relevant portion) was provided for the 
explanation of the relevance of the cited references BI (JP-9-1 46938), BJ (JP 2000-299699), 
BK (JP 2000-102048), and BL (JP-2001-56791). The July Request also encloses another 
copy of the English translation of the Japanese Office Action. 

Finally Applicant notes that references BD (EP-0817143) and BE (EP- 0686949) 
are in English and require no translation. The May IDS shows that the UK Search 
Report dated February 14, 2002 which caused these to be listed was considered and 
made of record. 

Applicant strongly urges consideration of all the art submitted in the 
Information Disclosure Statement filed on April 2, 2004. 
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Claim Rejections - 35 U.S.C. § 103 

Claims 1-6 have been finally rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Matsumoto in view of Hayashi and in further view of Moughanni et 
al. The Office Action rejects independent claim 1, the sole independent claim, over all 
three references in combination for the reasons given on pages 2-7, which repeats the 
rejections made in the non-final Office Action dated July 26, 2006. The Office Action 
repeats these reasons again at pages 7 to 9 in its 'Response to Arguments/ adding only 
an acknowledgement of the legal principles cited by the Applicant in the Response 
dated October 26, 2006 (the "October Response"). With all due respect, the Office 
Action wholly fails to address the Applicant's arguments in the October Response, the 
entirety of which are incorporated by reference and reasserted herein. 

Matsumoto and Hayashi Fail to Meet Each and Every Limitation of the Claims 

First, Matsumoto and Hayashi do not teach and cannot be combined to each 
and every limitation of the present invention. Claim 1 recites "a method of displaying 
an electronic mail comprising: receiving an electronic mail including a sentence as a 
conversion object sentence in a reception mode; automatically converting each of 
character string into a pictograph in said reception mode to produce a pictograph 
mixed sentence when said pictograph corresponding to said character string is defined 
. . . ." At page 3, the Office Action admits that Matsumoto does not disclose that the 
mixed sentence is a pictograph mixed sentence and that the pictograph corresponding 
to said character string is defined. The Examiner then states that Hayashi "discloses an 
animation database stores the data of animation image about a character, retrieving a 
character that is inputted with a conversation operation, then converting it into a 
corresponding candidate character into an animation image (pictograph mixed 
sentence) (Hayashi, page 1)." 
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Turning first to Matsumoto, the primary reference, Matsumoto fails to teach 
method that can be combined to "convert!! each of character string into a pictograph 
in said reception mode to produce a pictograph mixed sentence when said pictograph 
corresponding to said character string is defined." As the Matsumoto Abstract points 
out, when a word such as a proper noun - "Tomoko" - is inputted into the translation 
software, "[s]ince 'Tomoko 7 is a proper noun and there is no translation to the 
corresponding word, the part of 'tomoko 7 of an input sentence is put in parentheses 
'['and 7 ] 7 so as to process it as the unknown word. 77 Hence, Matsumoto's software 
takes a single untranslatable noun - namely a proper noun (e.g. Tomoko or Bob) - in a 
translated sentence converts it into roman characters to phonetically sound it out. 
Indeed, not only does the Matsumoto reference wholly fail to teach converting a 
character string into a pictograph, but the because the targeted words in Matsumoto are 
unknown and untranslatable words such as proper nouns (e.g., Tomoko or Bob), it 
would be impossible to even use a pictograph to translate the word. Thus 
Matsumoto 7 s problem to be solved and its solution - " to provide a natural translated 
sentence without feeling of incompatibility by displaying an unknown word at a 
prescribed position in the translating sentence translated into a second language by a 
translation means by display converted so as to be sounded by a conversion means 77 - 
cannot be combined with any of the cited art to form the present invention. In contrast, 
the invention according to claim 1 "converts each of character string into a pictograph 
in said reception mode to produce a pictograph mixed sentence when said pictograph 
corresponding to said character string is defined. 77 

Turning to Hayashi, Hayashi teaches transliteration software that is 
designed to assist a user in understanding kanji; it is learning software. First, 
transliteration is not the same thing as translation. Next, Hayashi is directed toward 
animations of single characters. Hayashi does not teach or suggest a device that 
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converts a character string into a pictograph. At best it shows single character 
animation, and hence cannot be combined with Matsumoto' s teaching of setting off 
untranslatable words so as meet the claimed limitation of a "pictograph mixed 
sentence when said pictograph corresponding to said character string is defined/' 

No Motivation Exists for Combining Matsumoto and Hayashi 

Next, as the Office Action acknowledged, obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either explicitly or implicitly in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. Claim 1 recites that the present 
invention can automatically convert each of the character string into a pictograph in 
said reception mode to produce a pictograph mixed sentence. Matsumoto' s problem 
to be solved and its solution is "to provide a natural translated sentence without feeling 
of incompatibility by displaying an unknown word [such as untranslatable proper 
nouns] at a prescribed position in the translating sentence translated into a second 
language by a translation means by display converted so as to be sounded by a 
conversion means/ 7 Matsumoto has absolutely no express or implicit teaching or 
suggestion whatsoever that indicates it can or should be combined with any device 
having pictographs or animation. Indeed, as Matsumoto is directed toward 
substituting roman letters for unknown and untranslatable proper nouns, pictograph 
functionality would be useless in Matsumoto. 

As for Hayashi, the 'Various conversion functions" of Hayashi (cited as 

motivation in the Office Action) merely refers to the animation functions for the 

learning software. An exemplary animation image taught therein is an animation of 

making strokes for a Chinese character of a hieroglyphic character of kanji. The 
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disclosure is wholly directed toward transliteration and not translation, and only 
single candidate alphabetic characters are changed to an image about the candidate 
alphabetic character (e.g., kanji) while performing a transliteration of the alphabetic 
character. In short, when a single alphabetic character is displayed, the single 
alphabetic character can be transliterated, and the single character can be changed into 
an image about the alphabetic character. In contrast, claim 1 recites that the present 
invention can automatically convert each of the character string into a pictograph in 
said reception mode to produce a pictograph mixed sentence. There is no express 
teaching, or even a conceivable reason, for combining a device that performs 
transliteration- and not translation - of candidate single alphabetic characters (Hayashi) 
with a device that sets off untranslatable words for conversion (Matsumoto) so as to 
form the claimed invention, which " automatically convert[s] each of the character 
string into a pictograph in said reception mode to produce a pictograph mixed 
sentence/ 7 

Matsumoto and Hayashi are Inoperable When Combined 

Finally, for the reasons given above, the combination of Matsumoto and 
Hayashi not only fail to disclose the claimed invention, but would result in an 
inoperable one. As explained above, Matsumoto is a translation device for providing 
natural translated sentences. Its invention converts untranslatable words into roman 
letters so they can be sounded out. Matsumoto does this by setting off the unknown 
word in parentheses so as to process the unknown word. Hayashi, on the other hand, 
takes a single alphabetic letter and produces an animation. The combination would 
result in an invention that attempts to animate a single letter of a word that has 
previously been set off as unknown and untranslatable. This is a nonsensical result. In 
any event, whatever this combined device is, it surely cannot be a device that 
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" automatically converts each of character string into a pictograph in said reception 
mode to produce a pictograph mixed sentence when said pictograph corresponding to 
said character string is defined/' as claimed in claim 1. 

In short, Matsumoto and Hayashi do not combine so as to meet the 
limitations of claim 1. Moreover, there is absolutely no disclosure, teaching, or 
suggestion to combine the transliteration software of Hayashi with the translation 
device of Matsumoto such that it can produce the claimed invention. Finally, the 
combination results in an inoperable invention. 

Moughanni's Page is Not E-mail 

Claim 1 also recites receiving an electric mail including a sentence as a 
conversation object sentence in a reception mode. The Office Action admits that 
Matsumoto and Hayashi do not explicitly disclose the electronic message as an 
electronic mail. According to the Office Action, Moughanni discloses "a user of a pager 
receiving an electronic message (electronic mail) in a language of their own and the 
message (mail) is translated to the default language of the user (abstract)/' As the 
Office Action acknowledges, Moughanni is directed toward a paging device and 
receiving pages. While the Office Action conclusorily equates pages with electronic 
mail, a page is not an electronic mail and a pager does not receive electronic mail 
unless it is specifically configured to do so as a separate function. Moughanni has no 
express or implicit teaching, disclosure, or suggestion that the device is anything other 
than a pager, and specifically limits all of its embodiments, claims and disclosure to a 
pager and paging input. Quite simply, Moughanni does not teach or suggest receiving 
electronic mail. 
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Matsumoto, Hayashi, and Moughanni, alone or taken together, do not teach 
each and every limitation of independent claim 1. Moreover, there is no teaching or 
suggestion for combining Matsumoto with Hayashi, and there is no teaching or 
suggestion for combining Moughanni with either Matsumoto or Hayashi much less the 
two taken together. Accordingly, the Applicant urges that claim 1 is allowable over the 
prior art of record. 

Because claims 2-6 ultimately depend from claim 1, and because neither 
Matsumoto nor Hayashi nor Moughanni make up for the deficiencies of these 
references as they are applied to independent claim 1, the Applicant urges that all the 
pending claims are in condition for allowance. The Applicant urges reconsideration 
and withdrawal of the rejections. 

In view of the above amendment, applicant believes the pending application 
is in condition for allowance. 

No fee is believed to be due for this Amendment. Should any fees be 
required, please charge such fees to Deposit Account No. 50-2215. 

Dated: April 17, 2007 Respectfully submitted, 

By /Brian M. McGuire/ 

Brian M. McGuire 

Registration No.: 55,445 
DICKSTEIN SHAPIRO LLP 
1177 Avenue of the Americas 
41st Floor 

New York, New York 10036-2714 
(212) 277-6500 
Attorney for Applicant 
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REQUEST FOR SUPPLEMENTAL NOTICE OF ALLOWANCE 

Attn: MS Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicant received a Notice of Allowance dated May 17, 2004. 

During final review of the allowed application, Applicant note that the 
Information Disclosure Statements of December 1, 2000 and March 20, 2003 were not 
acknowledged. 



In the Notice of Allowance dated May 17, 2004, Examiner Shah indicated that 
concise explanations of the relevance of said Information Disclosure Statements were not 
included. 
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Applicant respectfully submits that the explanation of relevance is contained in 
the Specification of the Application, for the Information Disclosure Statement dated 
December 1, 2000. For the Examiner's convenience, Applicant enclose pages 1-5 of the 
Specification that pertain to the relevance of the references. 

Applicant also enclose a copy of the postcard indicating receipt by the U.S. 
Patent Office of the Information Disclosure Statement dated March 20, 2003. The 
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referenced patent application, before payment of the issue fee. 

Please charge any credits or deficiencies to our Deposit Account No. 50-2215. 

Dated: July 1, 2004 Respectfully submitted, 
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New York, New York 10036 2714 
(212) 835-1400 
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K2635.0058 
Reason; 

A. What are described in Claims 1 through 17 of this application 
are not to be granted patents as they do not meet the requirements 
as stipulated in Article 29 , Clause 1 of the Law of Patents insofar 
as the following pointed are concerned: 

Note: 

What is described in Claim 1 is a receiving mail display method 
whereby, in connection with the display of the electronic mail that 
has been received at an electronic mail terminal device, the charac- 
ter rows in the mail sentences are automatically replaced by pictorial 
characters. It is believed to be a method that can be executed on 
the computer. 

Nevertheless, it merely contains descriptions regarding the 
function of automatically replacing the character row in the mail 
sentences into pictorical characters in connection with the display 
of the electronic mail that has been received but does not contain 
any descriptions whatsoever as to how the hardware resources of the 
computer are to be used in specific terms. As the information proces- 
sing by means of software is not specifically realized by employing 
hardware, it cannot be called the creation of a technical concept 
employing natural rules? therefore, it does not fall under the 
category of inventions as stipulated in Article 2 of the Law of 
Patents . 

Regarding the receiving mail display method as described in 
Claims 2 through 6, further, the information processing based on 
software is not likewise specifically realized by employing hard- 
ware resources. Thus, it cannot be called the creation of a technical 
concept utilizing the^natural law, and does not fall under the cate- 
gory of "inventions" as stipulated in Article 2 of the Law of 
Patents. 

In addition, it can be stated in connection with the elect- 
ronic mail terminal device as described in Claims 7 through 13 and 



the receiving mail relay method as described in Claims 
14 through 17, that the information processing by means 
of software is net likewise specifically realized by 
using hardware, resa^ces. Accordingly, it cannot be called 
the creation of a technical concept utilizing the law of 
nature and, as such, it does not fall under the category 
of inventions as stipulated in Article 2 of the Law of 
Patents, 

B, The inventions according to Claims 1 through 17 
of this application are such as could have easily been 
invented by a person having the ordinary knowledge in 
the technical field to which said inventions belonged 
prior to said application on the basis of the inventions 
which were described in the following publications that 
had been distributed either in Japan or in a foreign 
country prior to said application. 

Accordingly, they are not to be granted patents 
pursuant t© the stipulations contained in Article 29, 
Clause 2 of the Law of Patents. 

Note: 

(Reference should be made to the List of Cited Refe- 
rences, Etc, for the cited references, etc,) 

Cited Reference 1 describes the fact that, in the 
case where a pictorial writing is registered on a word 
in the text manuscript that is tised :in electronic mail, 
etc,, conversion is made to said pictorial writing for 
display. In Cited Reference 2, likewise, there are des- 
criptions to the effect that a part of the text manusc- 
ript is converted into pictorial writing. 
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Regarding Claims 2 and 9, moreover, the situation 
is the same as the reverse conversion from the so- 
called Chinese characters into Kana (Translator's Note: 
Japanese syllabary) writing* Thus, it is merely the 
addition ©f a technology that belongs to the realm of 
public knowledge, 

C, The inventions according to Claims 1 through 
17 of this application are the same as the inventions 
(utility models) that were described in the specifica- 
tions or drawings that were attached at first to the 
patent (utility model' registration) applications as 
listed below, which were the patent (utility model) 
applications prior to the date of said application and 
which were either published (issuance of the Official 
Gazette describing the patents or the issuance of the 
Official Gazette describing the utility models) or 
laid open to public inspection subsequent to said 
application. 

In addition, the inventor of this application is 
not the same as the party making the "above-mentioned 
inventions (utility models) according to the patent 
(utility model registration) applications prior to 
said application. At the time of this application, 
further, the applicant was not ttief^same as the appli- 
cant of the above-mentioned ' patent futility model regis- 
tration) application. Accordingly, they are not to be 
granted patents pursuant to the stipulations contained 
in Article 29-2 of the Law of Patents, 



Note: 

(Reference should be made to the List of Cited Refe- 



rences, Etc, for the cited references, etc.) 

■A device whereby a character row in the text manus- 
cript of electronic mail is converted into pictorial 
writing for display is described in Cited References 3 
through 5. Regarding Claims 2 and 9, moreover, reference 
should be wade to Cited Reference 4, in particular. 

If a reason for rejection is found anew, such a 
reason for rejection shall be notified to you. 

List of Cited References, Etc. 

1. Official Publication of Toku Kai Hei 11-110373 
2 t Official Publication of Toku Kai Hei 9-146938 

3, Toku Gan Hei 11-106798 (Toku Kai 2000-299699) 

4, Toku Gan Hei 11-231770 (Toku Kai 2001-56791) 

5, Toku Gan Hei 10-268386 (Toku Kai 2000-102048) 
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E-MAIL TERMINAL AUTOMATICALLY CONVERTING CHARACTER 
STRING OF RECEPTION E-MAIL, AND E-MAIL SYSTEM 



Background of the Invention 

5 1. Field of the Invention 

The present invention relates to an 
electronic mail terminal with a character string 
converting function and an electronic mail system* 
2. Description of the Related Art 

10 Recent years, a portable phone terminal is 

provided for a data transmission function in addition 
to a telephone function. The transmission and 
reception of an electronic mail is possible between 
such portable phone terminals by use of the data 

15 transmission function of the portable phone terminal. 
For this reason, in the portable phone terminal, it is 
generally made possible to input not only alphanumeric 
characters but also Japanese characters including 
Kanji characters. In this way, an advanced function 

20 is requested for character input and character display, 
while the portable phone terminal is requested to have 
a small size and a light weight. Therefore, it is an 
important key to create a sentence efficiently with 
few keys and also to display the sentence efficiently 

25 in a small display space. 

Conventionally, a method of using a 
pictograph called an icon has been generally used in 



such a situation . For example , a pictograph 
associated with a bicycle is used when the character 
string of "bicycle" is to be inputted. This allows 
the creation of a sentence to be made easy without 
change the intention of the sentence , so that a 
display area can be saved. Such a technique is 
disclosed in Japanese Laid Open Patent Application 
(JP-A-Heisei 6-96056) as a first conventional example 
which describes a sentence creating technique using a 
pictograph. In the first conventional example, it is 
supposed that the Japanese sentence of " tefafe £> T \Z T ^ 
L cfc O " ( "Harenara tenisuwo siyou"; "Let's play tennis, 
if whether is fine" in English) is inputted by a user 
and a pictograph conversion is instructed. In this 
case, morpheme analysis is carried out to divide the 
Japanese sentence into the character strings of n &tl 
(hare)", "ftb (nara)", n TKlT (tenisu)", (wo)", 
and "Li^ (siyou)". Then, a pictograph dictionary is 
used which stores a correspondence relation between 
phonetic expression and the pictograph of the Japanese 
character string. The pictograph dictionary is 
searched based on the character strings to retrieve 
pictographs corresponding to the character strings of 
"hare" and "tenisu". In this case, if there are a 
plurality of pictograph candidates for a single 
Japanese character string , the pictograph candidates 
are displayed for the user . The user selects one of 
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the displayed pictograph candidates. 

By the way, an electronic mail system between 
the portable phone terminals has been conventionally 
constructed . However , in recent years , it has become 
5 possible to connect the portable phone terminal to the 
Internet based on the standard of WAP (Wireless 
Application Protocol) , so that an electronic mail 
which is sent on the Internet can be directly received 
by the portable phone terminal, 

10 However, in the access to the Internet 

electronic mail by the portable phone terminal, there 
are following problems . 

As the first problem, visibility is not good 
when the Internet electronic mail is displayed. As 

15 mentioned above, the pictographs are used in the 
conventional electronic mail transmission and 
reception between the portable phone terminals. 
However , no count ermea sure is generally taken in the 
Internet electronic mail . That is , the electronic 

20 mail including pictographs cannot be sent. Therefore, 
when a long Internet electronic mail is displayed on a 
small display area of the portable phone terminal, a 
screen switching operation is required to switch the 
screens . 

25 As the second problem, the whole sentence of 

an electronic mail sometimes can not be received when 
the long Internet electronic mail is received by the 



portable phone terminal . The reason is that the 
maximum electronic mail length is determined in the 
portable phone terminal electronic mail system, and a 
part of the electronic mail exceeding the maximum 
electronic mail length is not possible to be received 
by the portable phone terminal . 

In conjunction with the above description, a 
communications system and a digital communication 
terminal are disclosed in Japanese Laid Open Patent 
Application ( JP-A-Heisei 10-98544) . In this reference, 
a control unit (22) adds an originator number or 
various messages, which are inputted from a key input 
section (21) to a sub-address data which should be 
transmitted to a terminal on the side of reception on 
originating call . Also , the control unit ( 22 ) adds a 
code to the head of the data to identify a 
classification of the data. Next, a transmitting and 
receiving section ( 10 ) and a communication control 
section ( 11 ) transmit the above sub -address data to 
the terminal on the side of reception on the 
originating call. On the other hand, in call arrival, 
a reception sub address recognizing section (15) 
receives the sub -address data , which is transmitted 
from the terminal on the side of transmission . The 
control unit (22) starts up a free character 
converting section (16), a fixed form sentence 
converting section (17), a pictograph converting 



section ( 18 ) , and an originator number converting 
section (19) based on the code added to the sub- 
address data, and decodes the received data . The 
decoded data such as the originator number and the 
5 various messages are displayed on a display section. 
In this way, a message notice function and an 
originator number notice function can be realized 
between the different kinds of communications systems. 
Also, an image processing apparatus is 

10 disclosed in Japanese Laid Open Patent Application 
(JP-A-Heisei 9-325958). In this reference, a 
character string before conversion is displayed in a 
display area (905) of a conversion screen, and a 
character string after the conversion is displayed in 

15 a display area (906). These character strings are 

displayed in units of rows character by character. A 
character string of " C & ^ ^ Aj T <5 " is specified and 
a pictograph converting button (1202) is clicked. At 
that time, pictographs corresponding to the string are 

20 carried to arrangement positions of the pictographs by 
a hamster CHI. The pictograph CH2 corresponding to 
the character string of n ^/u" before the conversion is 
carried out above of the character of n/ \". Then, the 
character of n Aj n is deleted from the screen. 



